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HANBEV.1346M TRADEMARK 
 

IN THE UNITED STATES PA TENT AND TRADEMARK OFFICE 
 

BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD  
 

 

MONSTER ENERGY COMPANY, 

 
  Opposer, 
 
 v. 
 
            CHIH, LI-WEI, 
 
  Applicant. 

)
)
)
)
)
)
)
)
)
)
)
)
) 

 

Opposition No.: 91205924 

Serial No.: 85/508374 

Mark:  

 

 
 

OPPOSERS’ MOTION TO COMPEL  
 
Commissioner for Trademarks 
P.O. Box 1451 
Alexandria, VA  22313-1451 

Dear Sir or Madam: 

Pursuant to 37 C.F.R. § 2.120(e)(1) and Trademark Trial and Appeal Board Manual of 

Procedure (“T.B.M.P.”) §§ 523 and 527, Opposer Monster Energy Company (“Opposer”) 

respectfully moves for entry of an Order compelling Applicant, Li-Wei Chih (“Applicant”) to 

(1) produce withheld documents and communications responsive to Opposer’s Requests for the 

Production of Documents and Things Nos. 9, 20, 39, 51, and 56, (2) conduct a reasonably-

thorough search to identify additional documents responsive to Opposer’s Document Request 

Nos. 1-70, and (3) provide complete responses to Opposer’s Interrogatories Nos. 16, 20, and 25.  

Opposer also requests that the Board suspend the opposition proceedings in light of this Motion 

to Compel pursuant to 37 C.F.R. § 2.120(e)(2), T.M.B.P. § 523.01.  
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The parties’ counsel held a meet and confer conference regarding this motion on May 24, 

2013 as required by § 2.120(e)(1).  Despite attempts to resolve the issues raised in this motion, 

Applicant has failed to produce all documents responsive to Document Requests 9, 21, 39, 51, 

and 56, has failed to conduct a reasonably-thorough search to identify documents responsive to 

Opposer’s Document Requests, and has refused to provide complete interrogatory responses to 

Interrogatories Nos. 16, 20, and 25. This motion is supported by the Declaration of Emily K. 

Sauter (“Sauter Decl.”) submitted herewith.  
 

MEMORANDUM OF LAW 

I.  STATEMENT OF FACTS 
A. Background of Proceeding  

Since 2002, Opposer has continuously used and promoted its  (“M Mark”) mark, 

 mark, MONSTER ENERGY mark, and other MONSTER-inclusive marks (collectively 

“M and MONSTER Marks”) in connection with a wide variety of goods, including beverages, 

clothing, accessories, bandanas, sweat bands, gloves, headgear, sporting goods, helmets, and 

stickers.  Opposer’s M and MONSTER Marks are global brands that have appeared on billions 

of beverage cans, on clothing, accessories, sports gear, and in extensive nationwide promotions.  

These include, among other things, sponsorship of music festivals, athletes, and sports events 

that are televised live nationwide and internationally and prominently feature Opposer’s M and 

MONSTER Marks.  Many of the sponsored athletes promote Opposer’s brand by wearing 

clothing, uniforms, and gear bearing the M and MONSTER Marks.  Clothing bearing the M and 

MONSTER Marks is sold at the venues where Opposer sponsors sporting events and music 

festivals.  Opposer’s marketing and promotional efforts have resulted in vast TV, radio, print 

media, and Internet coverage. Opposer has become one of the most successful energy drink 

companies in the U.S.  Opposer has taken steps to protect its international goodwill and 

reputation in its valuable MONSTER Marks by seeking registration of its marks in the U.S. and 
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worldwide.  Opposer owns a number of registrations for its MONSTER Marks for goods 

including clothing, sports gear, accessories, including the registrations asserted in this 

Opposition.   

Through the extensive efforts that Opposer has taken to market, promote, and protect its 

M and MONSTER Marks, Opposer has developed significant goodwill and recognition in its 

marks.  Applicant’s registration of its MONSTERFISHKEEPERS mark and its  mark in 

connection with clothing items is highly likely to cause confusion and to cause mistake or 

deceive consumers and to cause dilution of Opposer’s famous Monster marks.  Accordingly, in 

this Opposition and related Opposition No 91205893, Monster Energy Company opposes the 

registration of Applicant’s U.S. Trademark Application Serial No. 85/508374 for the mark  

and Applicant’s U.S. Trademark Application Serial No. 85/518033 for the 

MONSTERFISHKEEPERS mark. 

B. Opposer’s Discovery Requests 

Opposer timely served its First and Second Sets of Requests for Production on March 11, 

2013 and April 8, 3013, including Request Nos. 9, 20, 39, 51, and 56.  Sauter Decl., ¶ 3, Ex. 2. 1  

These Requests seek categories of documents relevant to the DuPont factors considered in 

determining whether there is a likelihood of confusion.  The Requests at issue seek documents 

including: 

‚ Documents relating to Opposer’s goods and services offered in connection 

with Opposer’s asserted marks (Request No. 9); 

‚ Documents relating to Applicant’s advertising or promotion of Applicant’s 

marks and/or its goods and services offered in connection with the marks 

(Request No. 20); 

                                                 
1 All exhibits (Ex.) are attached to the Declaration of Emily K. Sauter, filed concurrently 
herewith. 
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‚ Communications between Applicant and third parties regarding Applicant’s 

mark (Request No. 39); 

‚ Comments or inquiries that Applicant has received from customers or 

potential customers relating to Opposer or its marks or products (Request No. 

51); and 

‚ Documents identified in Applicant’s initial disclosures (Request No. 56). 

In response to a number of Opposer’s Requests including Request Nos. 9, 20, 39, 51, and 

56, Applicant has refused to produce any documents that Applicant claims it might be possible to 

find by searching “Applicant’s public website, his public Facebook page, or the USPTO 

database.” See id. at ¶ 10, Ex. 9.  Applicant operates several online forums, and after Opposer 

instituted the pending oppositions Applicant began an internet and social medial campaign 

against Opposer.  See id. at ¶ 13, Ex. 12.  A cursory internet search revealed numerous 

responsive documents that relate to Applicant’s Mark and the applied-for goods and services, 

such as multiple websites controlled by Applicant, multiple social media pages controlled by 

Applicant, and comments on these websites and pages referencing communications regarding the 

pending opposition.  See id..  However, Applicant has not produced any of these documents.  See 

id. at ¶ 21, 23.  Instead, Applicant insists that Opposer should search for documents on 

Applicant’s websites and Facebook pages.  Id. at ¶ 10, Ex. 9.  This is unreasonable.  Opposer has 

identified at least nine websites and Facebook pages controlled by Applicant.  The websites 

Opposer has identified as being controlled by Applicant claim to have over 750,000 individual 

threads, containing over 9 million individual posts.  See id. at ¶ 13, Ex. 12.  Accordingly, the 

burden on Opposer to find these documents through internet searches would be enormous. 

Further, Applicant has not even made a good faith attempt to comply with its discovery 

obligations and has withheld or failed to perform a reasonable search for a number of documents 

responsive to Opposer’s Requests, and specifically Request Nos. 9, 20, 39, 51, and 56.  

Applicant has produced fewer than 200 documents in response to Opposer’s discovery requests.  

Id. at ¶17.  Despite Applicant’s extensive online presence where he actively publicizes and holds 



 5

discussions of the issues relevant to this opposition proceeding, Applicant has not produced any 

electronic documents, emails, or communications between Applicant and any third party from 

any of these websites.  Moreover, Applicant has not even produced documents it admits are in 

his possession and are relevant to this dispute, such as the categories of documents identified in 

his Initial Disclosures.  See id. at ¶12, Ex. 11.  Applicant also has withheld responsive documents 

posted on Applicant’s various websites, and even more troubling, Applicant has, in some cases, 

failed to even identify those websites to Opposer.   

 Applicant also has withheld information in responding to Opposer’s Interrogatories.  

Opposer served its First Set of Interrogatories on March 11, 2013, which included Interrogatories 

Nos. 16, 20, and 25 seeking the following basic information: 

‚ The advertising, marketing and promotion of Applicant’s goods bearing the 

MONSTERFISHKEEPERS mark (Interrogatory No. 16); 

‚ Any instances of an inquiry or comment regarding an association between 

Applicant and Opposer (Interrogatory No. 20); and 

‚ How Applicant selected and uses its  design (Interrogatory 

No. 25). 

Id. at ¶2, Ex. 1.   

 Applicant’s responses to Interrogatories Nos. 16, 20, and 25 are incomplete and 

contradictory.  For example, in response to Interrogatory No. 16, seeking a description of how 

Applicant promotes its goods and services, Applicant claims that it does not promote its goods in 

Class 25 that are the subject of this proceeding and refuses to provide any description of 

Applicant’s promotional or marketing activities.  See id. at ¶ 4, 10, Ex. 3, 9.  However, 

Applicant’s response to Interrogatory No. 16 directly contradicts Applicant’s claim that it does 

no marketing or promotion.  In response to Request No. 16, Applicant claimed that he has spent 
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approximately $100,000 or more on advertising and promotion of his mark.  See id. at ¶ 4, 10, 

Ex. 3, 9.  Applicant cannot claim to have spent $100,000 on marketing while at the same time 

refusing to provide information about that marketing on the grounds that Applicant allegedly 

does no marketing or promotion of its goods and services. See id. at ¶ 21. 

 Similarly, Interrogatory No. 25 sought information regarding Applicant’s use of its 

 design.  Applicant’s response to Interrogatory No. 25 omitted two 

significant uses of the design.    See id. at ¶ 4, 10, Ex. 3, 9.  Opposer discovered these omitted 

uses through Applicant’s website.  Applicant also refused to provide any substantive information 

in response to Interrogatory No. 20 seeking information about any inquiry or comment regarding 

an Association between Applicant and Opposer.  See id. at ¶ 4, 10, Ex. 3, 9.  Applicant admits in 

its response that it is aware of such communications, but refuses to provide any information 

about them on the grounds that Applicant allegedly could find the communications through 

searches of Applicant’s websites.  See id. 

C. Opposer’s Attempts to Resolve This Discovery Dispute 

In an attempt to resolve these issues, Opposer’s counsel sent Applicant’s counsel two 

emails attaching letters detailing Applicant’s discovery deficiencies on May 14, 2013.  Id. at ¶ 

10, Ex. 9.  Applicant responded by email that Applicant would not supplement its production on 

the grounds that the requested documents “can be sought from a source that is more convenient 

and less burdensome” and that “it is not [Applicant’s] practice to save or maintain records.”  Id. 

at ¶ 6, Ex. 5.  Subsequently, on May 24, 2013, Opposer’s counsel and Applicant’s counsel held a 

meet and confer conference via telephone.  Id. at ¶¶ 7, 8, Exs. 6, 7. 

During that telephone conference, Applicant’s counsel agreed that Applicant would  take 

certain actions, including supplementing Applicant’s responses to Opposer’s Document Request 

Nos.  9, 20, 39, 51, and 56; ensure that Applicant had conducted a reasonably-thorough search 
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for documents responsive to Opposer’s Document Requests; and supplement Applicant’s 

responses to Opposer’s Interrogatories Nos. 16, 20, and 23.  Id. at ¶ 8, Ex. 7.  Opposer gave 

Applicant ample time to resolve all of his discovery deficiencies, and granted Applicant his 

requested extension of time to prepare supplemental responses.  Id.. 

More than three months after Opposer served its initial discovery requests, and despite 

agreeing to supplement its responses and perform a reasonable search for documents, Applicant 

continues to withhold documents and information.  Applicant continues to refuse to produce 

documents admittedly in his possession because he claims they are available on the internet.  Id. 

at ¶ 10, Ex. 9.  Further, despite Applicant’s admissions that he has certain categories of 

documents that have not been produced, such as those identified in his initial disclosures, 

Applicant continues to insist that he has no additional documents because “it is not [Applicant’s] 

practice to save or maintain records.”  Id. at ¶ 7, 12, Exs. 6, 11.  Additionally, despite previously 

agreeing to supplement his responses to Interrogatories Nos. 16, 20, and 25, Applicant continues 

to refuse to provide the requested information.  Id. at ¶ 10, Ex. 9.   

 Therefore, pursuant to 37 C.F.R. § 2.120(e), FRCP 37, and T.B.M.P. § 523, Opposer 

respectfully requests that the Trademark Trial and Appeal Board (the “Board”), enter an Order 

compelling Applicant (1) to produce documents responsive to Opposer’s Document Request 

Nos. 9, 20, 39, 51, and 56; (2) to conduct a reasonably-thorough search to identify documents 

responsive to Opposer’s Document Requests; and (3) to provide complete responses to 

Opposer’s Interrogatories Nos. 16, 20, and 25.   

II.  THE REQUESTS AND RESPONSES AT ISSUE 

DOCUMENT REQUESTS 

Document Request No. 9: All documents and things referring or relating to the 
goods or services in connection with which Opposer currently uses or licenses, or 
has used or licensed, the Asserted Mark. 
 
Applicant’s Response to Document Request No. 9: Applicant incorporates by this 
reference its General Objections as if set forth fully herein. As this proceeding 
continues, further facts and documents will be discovered, and Applicant reserves 
the right to supplement his response. 
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 Applicant has no documents or things referring or relating to the goods or 
services in connection with which Opposer currently uses or licenses, or has used 
or licensed, the Asserted Mark.  
 
Document Request No. 20: All documents and things referring or relating to the 
advertising and promotion of Applicant’s Mark or of the goods and/or services 
sold in connection with Applicant’s Mark, including, but not limited to, media in 
which Applicant’s Mark appears, labels, boxes, packaging, instructions for use, 
directions for use, stickers, advertisements, brochures, flyers, pamphlets, 
promotional materials, magazines, articles, billboards, radio advertisements, 
television advertisements, Internet advertisements, or other printed or electronic 
publications, website or domain names.  
 
Applicant’s Response to Document Request No. 20: Applicant incorporates by 
this reference its General Objections as if set forth fully herein. As this proceeding 
continues, further facts and documents will be discovered, and Applicant reserves 
the right to supplement his response.  
 Subject to and without waiver to the objection, Applicant responds as 
follows: See “Exhibit A,” “Exhibit B,” “Exhibit C,” “Exhibit D,” “Exhibit E,” 
“Exhibit F,” “Exhibit G,” “Exhibit H,” “Exhibit I,” Exhibit J,” “Exhibit K,” 
“Exhibit L,” Exhibit U (1-3),” “Exhibit V (1-7),” “Exhibit W (1-9),” “Exhibit X 
(1-8),”  “Exhibit Y (1-12)” “Exhibit Z (1-6),” “Exhibit AA 1-5,” “Exhibit BB (1-
8),” “Exhibit CC (1-8)” and “Exhibit DD (1-8),” “Exhibit EE,” “Exhibit FF,” 
“Exhibit GG,” “Exhibit HH,” and “Exhibit II.” 
 
Document Request No. 39: All communications between Applicant and any 
third party relating to Applicant’s Mark.  
 
Applicant’s Response to Document Request No. 39: Applicant incorporates by 
this reference its General Objections as if set forth fully herein. As this proceeding 
continues, further facts and documents will be discovered, and Applicant reserves 
the right to supplement his response. Applicant objects to this Request to the 
extent that it calls for information or documents protected from disclosure under 
attorney-client privilege, the work-product doctrine, or other applicable privilege, 
immunity or other limitation on discovery.  
 
Document Request No. 51: All documents and things referring or relating to any 
comments or inquiries from customers or potential customers that Applicant has 
received relating to Opposer, Opposer’s Marks, or Opposer’s products.  
 
Applicant’s Response to Document Request No. 51: Applicant incorporates by 
this reference its General Objections as if set forth fully herein. As this proceeding 
continues, further facts and documents will be discovered, and Applicant reserves 
the right to supplement his response.  
 Subject to and without waiver of objections, Applicant responds as 
follows: Please see Applicant’s business website found at the link below: 
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www.monsterfishkeepers.com. Please see Applicant’s fan page found at the link 
below:  
http://www.facebook.com/MonsterFishKeepers?ref=ts&fref=ts. 
 
 
Document Request No. 56:  All documents and things identified in Your Initial 
Disclosures. 
 
Applicant’s Response to Document Request No. 56:  Applicant incorporates by 
this reference its General Objections as if set forth fully herein.  As this 
proceeding continues, further facts and documents will be discovered, and 
Applicant reserves the right to supplement his response.  Applicant further objects 
on the ground that the requested documents are readily available to Opposer 
 
Applicant’s Supplemental Response to Opposer’s Document Requests [general 
response, not addressed to specific document requests]:  Applicant confirms after 
a complete and thorough search that he has produced all documents responsive to 
each request, with the exception of documents publicly and readily available from 
sources that are more convenient and less burdensome, such as Applicant’s public 
website, his public Facebook page, or the USPTO database. Applicant further 
confirms that he is not withholding any documents responsive to any request, and 
that he has completed his document production for each request. 

INTERROGATORIES 

Opposer’s Interrogatory No. 16:  Describe in detail all manners in which the 
goods and/or services sold or offered in connection with Applicant’s Mark have 
been advertised or promoted and/or plan to be advertised or promoted. 

 
Applicant’s Response to Interrogatory No. 16:  Applicant incorporates by this 
reference its General Objections as if set forth fully herein.  As this proceeding 
continues, further facts and documents will be discovered, and Applicant reserves 
the right to supplement his response. Applicant objects to this Interrogatory on the 
ground that it contains discrete subparts contrary to FRCP Rule 33(a) and 
comprises more than one interrogatory. Applicant further objects to this 
Interrogatory on the ground that it is vague and ambiguous. Applicant further 
objects to this Interrogatory to the extent it calls for information or documents 
protected from disclosure under attorney-client privilege, the work-product 
doctrine, or other applicable privilege, immunity or other limitation on discovery.  

Subject to and without waiver of objections, Applicant responds as 
follows: Applicant advertises goods and/or services in connection with 
Applicant’s Mark in various fish-trade magazines, at monsterfish trade shows, 
online through Applicant’s monsterfish forum and through various fish-related 
websites. 

 
Applicant’s Supplemental Response to Interrogatory No. 16:  Clarifying 
Applicant’s previous response, Applicant does not advertise or promote his Class 
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25 goods. He only advertises and promotes his Class 38 services (specifically, his 
website and online community forum). These services are not the subject of this 
opposition proceeding. Applicant’s Class 38 marks are incontestable. Applicant’s 
Class 25 goods are made available on his Class 38 website under a tab labeled 
“Shop” but are not promoted or advertised. 
 
Opposer’s Interrogatory No. 20: Describe any instances of an inquiry or 
comment regarding an association between Applicant’s Goods on the one hand, 
and Opposer’s products bearing Opposer’s Marks, including the Claw Icon mark, 
on the other hand, including identifying all persons having knowledge thereof and 
all documents relating thereto.  
 
Applicant’s Response to Interrogatory No. 20:  Applicant incorporates by this 
reference its General Objections as if set forth fully herein.  As this proceeding 
continues, further facts and documents will be discovered, and Applicant reserves 
the right to supplement his response. Applicant objects to this Interrogatory on the 
ground that it contains discrete subparts contrary to FRCP Rule 33(a) and 
comprises more than one interrogatory. Applicant further objects to this 
Interrogatory on the ground that it is vague and ambiguous with respect to 
“instances of an inquiry or comment.” Applicant further objects to this 
Interrogatory to the extent it calls for information or documents protected from 
disclosure under attorney-client privilege, the work-product doctrine, or other 
applicable privilege, immunity or other limitation on discovery. 

Subject to and without waiver of objections, Applicant responds as 
follows: Applicant recalls no instances as listed in Interrogatory No. 20. 
 
Applicant’s Supplemental Response to Interrogatory No. 20: The only comments 
regarding an association between Applicant’s Goods on the one hand, and 
Opposer’s products bearing Opposer’s Marks, including the Claw Icon mark, on 
the other hand, have been in specific response to this Opposition proceeding. All 
comments Applicant is aware of strongly refute, rather than support, any 
likelihood of confusion claim Opposer may assert. All comments are publicly 
available on Applicant’s website and Facebook page and can be easily viewed by 
Opposer. Applicant has never received any private messages, letters, inquiries or 
e-mails regarding Opposer. Prior to this Opposition proceeding, Applicant never 
received, read, or heard of any inquiries or comments regarding any association 
between Applicant and Opposer or their respective marks, goods, or services. 
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Opposer’s Interrogatory No. 25:  Describe in detail the circumstances 

surrounding Applicant’s selection and use of the design , 
including the first use of that design.  
 
Applicant’s Response to Interrogatory No. 25:  Applicant incorporates by this 
reference its General Objections as if set forth fully herein.  As this proceeding 
continues, further facts and documents will be discovered, and Applicant reserves 
the right to supplement his response. Applicant objects to this Interrogatory on the 
ground that it contains discrete subparts contrary to FRCP Rule 33(a) and 
comprises more than one interrogatory. Applicant further objects to this 
Interrogatory on the ground that it is vague and ambiguous. Applicant further 
objects to this Interrogatory to the extent it calls for information or documents 
protected from disclosure under attorney-client privilege, the work-product 
doctrine, or other applicable privilege, immunity or other limitation on discovery. 

Subject to and without waiver of objections, Applicant responds as 
follows: Applicant created the patch shown in Interrogatory No. 25 approximately 
three months ago to give to his child’s jujitsu team for inspiration at children’s 
jujitsu competitions. 
 
Applicant’s Supplemental Response to Interrogatory No. 25: Applicant confirms 
that he created the patch shown in Interrogatory No. 25 sometime in February 
2013 to give to his child’s jujitsu team for inspiration at children’s jujitsu 
competitions. Applicant has not, nor does he plan to ever, offer this design or 
patch for sale. He does not recall the exact date of first use.  

III.  LEGAL STANDARD FOR A MO TION TO COMPEL 

A motion to compel discovery should be granted where, as here, (1) Opposer made a 

good faith attempt to resolve the matter, yet (2) Applicant failed to provide responses to properly 

served discovery requests, or produce documents or information responsive to Opposer’s 

Discovery Requests.  See 37 C.F.R. § 2.120(e); T.B.M.P. §§ 523.01-.02.  Applicant must answer 

each interrogatory separately and fully in writing under oath, and Applicant has a duty to 

thoroughly search its records for all information properly sought in a request for discovery, and 

to provide such information to Opposer within the time allowed for responding to the request. 

T.B.M.P. §§ 405.04(b) and 408.02. 
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As discussed above, Opposer made a good faith attempt to resolve this discovery dispute.  

Despite agreeing to supplement his responses, it has now been nearly a month and Applicant 

continues to withhold documents and information. 

IV.  REQUESTS FOR PRODUCTION  
A. Applicant is Withholding Responsive Documents Solely on the Grounds that He 

Claims the Documents Could Be Located Through Internet Searches of His 
Numerous Websites and Facebook Pages  

Applicant’s supplemental response to Opposer’s First and Second Document Requests 

states, “he has produced all documents responsive to each request, with the exception of 

documents publicly and readily available from sources that are more convenient and less 

burdensome, such as Applicant’s public website, his public Facebook page, or the USPTO 

database.”  Sauter Dec. ¶ 10, Ex. 9 (emphasis added).  Applicant cannot withhold documents 

simply because it may be possible to find them on his Facebook page or his public website, or 

because they may also be available from the U.S. Patent and Trademark Office (“USPTO”).  

Applicant has in his possession all of the documents he posted on the internet and that can be 

obtained from the USPTO, and has an obligation to make these documents available to Opposer 

for inspection and copying.  The burden on Applicant to make these documents available is very 

slight compared to the enormous burden on Opposer to conduct internet searches to find and 

print these documents from Applicant’s internet sites and Facebook pages.  Applicant’s position 

is especially unreasonable as Opposer has identified at least five websites which may be under 

Applicant’s control, at least 4 Facebook pages which may be under Applicant’s control, and the 

USPTO maintains several, regularly updated databases.  Id. at ¶ 13, Ex. 12.   

For example, the homepage of Monsterfishkeepers.com, Applicant’s primary website, 

currently states the forum has over 100,000 members, over 500,000 threads, and over 6.3 million 

posts.  Id..  Applicant’s website located at www.monsterfishkeepers.com appears to be a 

subsidiary of Monster Aquaria Network, LLC, which appears to be owned by Applicant and 

affiliated with at least four other websites that appear to be under Applicant’s control- 

http://www.getmonsterapp.com/, http://www.aquariacentral.com/, http://www.aquatic-
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photography.com/, and http://www.monsteraquarianetwork.com/forums/.  Id..  Combined, the 

four websites claim to have over 750,000 individual threads, containing over 9 million individual 

posts.  See id..  Applicant would force Opposer to search all of these sites to see if all responsive 

documents can be located. 

Furthermore, Applicant’s websites and Facebook pages have security settings and 

membership sections that are not available for Opposer to view.  See id., ¶¶13, 14, 18-20, Exs. 

12, 13-16.  Thus, there are undoubtedly responsive documents in Applicant’s possession that 

could not be located by Opposer through any search.  Applicant’s position is untenable and the 

Board should compel Applicant to immediately produce all documents responsive to Opposer’s 

discovery requests. 
B. Applicant Either Has Failed to Conduct a Reasonable Search or Has Engaged in 

Spoliation of Evidence 

In an email dated May 24, 2013, Applicant’s counsel asserts that Applicant is not in 

possession of responsive documents because “it is not [Applicant’s] practice to save or maintain 

records.”  Id. ¶ 8, Ex. 7.  Yet, Applicant has had a duty to preserve records and evidence relevant 

to this proceeding since at least February 24, 2012, when Applicant received Opposer’s cease 

and desist letter warning Applicant that Opposer intended to “vigorously oppose” Applicant’s 

Applications Serial Nos. 85/518033 and 85/518033.  See  Id. ¶ 11, Ex. 10; see also Supreme Oil 

Co. v. Lico Brands Inc., 39 U.S.P.Q.2d 1695, 1698 (TTAB 1996) (a party has a duty to preserve 

documents when it has knowledge that a lawsuit will be filed and knew or should have known 

that the documents would constitute evidence relevant to this case); cf. Arista Records LLC v. 

Usenet.com, Inc., 608 F. Supp. 2d 409, 430 (S.D.N.Y. 2009) (“Where copyright infringement is 

alleged, and a cease and desist letter issues, such a letter triggers the duty to preserve evidence, 

even prior to the filing of litigation.”) (citing Fox v. Riverdeep, Inc., No. 07 Civ. 13622, 2008 

WL 5244297, at *7 (E.D. Mich. Dec. 16, 2008).  Thus, regardless of Applicant’s regular 

practice, Applicant should have saved and maintained any documents relating to this proceeding 

since at least February 2012. 
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Despite Applicant’s duty to preserve relevant evidence, Applicant has produced almost 

no documents dated from February 24, 2012 to present.  See id. at ¶ 22.  Applicant should have a 

significant number of sales invoices, purchase orders, shipping and/or tax records, and other 

documents relating to the advertising and promotion of Applicant’s Mark in connection with the 

applied-for goods for this time period.  These documents are responsive to Opposer’s Requests 

for Production Nos. 20 and 56 seeking documents relating to Applicant’s use of the 

MONSTERFISHKEEPERS mark on clothing and documents relating to Applicant’s promotion 

or advertising of Applicant’s Mark.  See id. at ¶ 4, Ex. 3. 

Applicant also has produced no emails, private messages, communications or 

correspondence of any type relating to its marks, this Opposition or Opposer’s marks.  Id. at 

¶ 23.  Applicant has many extensive websites and Facebook accounts, and has widely discussed 

and publicized this dispute between Opposer and Applicant with numerous website viewers and 

followers.  Id. at ¶ 13, Ex. 12. In light of Applicant’s websites and activities, it is very likely that 

Applicant has a significant number of emails, private messages, and other communications or 

correspondence.  These documents are responsive to Opposer’s Request Nos. 39 and 51 seeking 

communications with third parties relating to Applicant’s Mark and documents referring or 

relating to any comments or inquiries received by Applicant relating to Opposer, Opposer’s 

Marks, or Opposer’s products.  Applicant had a duty to preserve these documents since at least 

February 2012.  Thus, Applicant either has not conducted a reasonable search or has engaged in 

spoliation of evidence. 

Accordingly, Applicant should be compelled to conduct a reasonably-thorough search to 

identify additional documents responsive to Opposer’s Document Requests 
C. Applicant is Withholding Documents that are Admittedly Responsive and In His 

Possession 

1. Applicant is Withholding Documents Identified in His Initial Disclosures 
(Request No. 56) 

Applicant’s Initial Disclosures identified four categories of documents in Applicant’s 

possession: (1) documents associated with Applicant’s federal trademark application, (2) 
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documents reflecting Applicant’s creation and first use of its mark, (3) documents reflecting 

Applicant’s goods and services, and (4) documents reflecting Opposer’s goods and services.  See 

id. at ¶ 12, Ex. 11.  Opposer’s Request for Production No. 56 requested all documents identified 

in Applicant’s initial disclosures.  Id. at ¶ 3, Ex. 2Applicant responded by objecting on the 

grounds that the requested documents are readily available and initially refused to produce 

responsive documents.  Id. at ¶ 5, 10, Exs. 4, 9.  In his Supplemental Response, Applicant 

asserted that he produced all documents responsive to each request, but Applicant still has not 

produced any documents in the categories listed in his Initial Disclosures.  Id. at ¶ 10, Ex. 9.   

Applicant has no legitimate basis for withholding these documents.  Moreover, the 

documents in category (2) of Applicant’s initial disclosures reflecting Applicant’s creation and 

first use of its mark are particularly important in this Opposition because Applicant has indicated 

that it may assert that Opposer’s Marks and Applicant’s Mark have coexisted without actual 

confusion in the marketplace.  See id. at ¶ 10, Ex. 9, p. 11 (“Opposer’s Marks have never and 

would never cause a likelihood of confusion.”) (emphasis added).  Opposer cannot fully respond 

to this argument if Applicant withholds documents evidencing the first, and subsequent, sales of 

goods bearing Applicant’s Mark.  Moreover, Applicant falsely stated the date of first use in its 

Application.  Applicant’s supplemental response to Opposer’s Request for Admission No. 6 

admits that Applicant had not used Applicant’s Mark on any of the goods listed in Applicant’s 

Application by May 15, 2005, the first use date in Applicant’s Application.  See id. at ¶ 10, 

Ex. 9, p. 2 (“Applicant first used Applicant’s Mark on Applicant’s Goods as defined in 

Opposer’s Requests for Admission in 2009”).  Applicant has not provided any documents 

evidencing the first use date of Applicant’s Mark for any of the goods identified in Applicant’s 

Application. Id. at ¶ 5, 10, Exs. 4, 9.   

Accordingly, Applicant should be compelled to make a reasonable search for and 

produce all documents in its possession in the categories identified in its initial disclosures. 
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2. Applicant has Withheld Documents Posted on his Websites and Failed to 
Inform Opposer of the Existence of One or More of Applicant’s Websites 
(Request Nos. 9, 20, 39, and 51) 

Applicant has posted on his websites a number of documents that Applicant has not 

produced including (1) documents relating to Applicant’s use and promotion of goods or services 

bearing the MONSTERFISHKEEPERS mark responsive to Request No. 20 and (2) 

communications between Applicant and third parties responsive to Request Nos. 9, 39 and 51.  

Even more troubling, Applicant has not even disclosed to Opposer the existence of some of these 

websites.  Opposer’s review of these websites indicates that in addition to the documents 

identified by Opposer, there are likely large numbers of responsive documents being withheld by 

Applicant that Opposer has not identified and cannot access. 

a. Documents Relating to Applicant’s Use and Promotion of its 
MONSTERFISHKEEPERS mark (Request No. 20) 

Opposer discovered that on Applicant’s webpage www.getmonsterapp.com, Applicant 

promotes a mobile application bearing Applicant’s MONSTERFISHKEEPERS Mark in the 

phrase “MONSTER FISH KEEPERS” and in connection with the phrase “When In Doubt : Go 

Monster”, as shown below: 

 

Id. at ¶ 13, Ex. 12. Applicant has not produced any documents from this website, or any 

documents from which Opposer could have identified that the phrase “When in Doubt: Go 

Monster” has been used in connection with Applicant’s MONSTERFISHKEEPERS mark.  Id. at 

¶ 16.   

Additionally, Applicant’s website located at https://www.facebook.com/Neoprod 

igy?fref=ts shows that Applicant has used a design containing the MONSTERFISHKEEPERS 
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mark, , on a patch for clothing worn by an athlete Applicant sponsored in 

2013.  Id. at ¶ 14, Ex. 13.  Applicant did not disclose this website, let alone produce documents, 

relating to any of these uses of the MONSTERFISHKEEPERS mark. See id. at ¶¶ 5, 10, Ex. 4, 9.  

 The documents on these websites that Applicant has withheld show Applicant’s use of its 

MONSTERFISHKEEPERS mark in conjunction with other words and terms, such as “GO BIG 

OR GO MONSTER,” “UNLEASH YOUR INNER MONSTER,” and “MONSTER 

UNLEASHED.”  See id. at ¶13, Ex. 12.  These documents are highly relevant to the issue of 

whether Applicant adopted Applicant’s mark with bad faith intent to confuse.  All of these 

marks, especially when used concurrently, are confusingly similar to Opposer’s famous , 

, MONSTER ENERGY, and UNLEASH THE BEAST! marks.2  As the Board has 

explained, evidence of bad faith or intent to confuse is relevant to the likelihood of confusion 

analysis.  L’Oreal S.A. v. Marcon, 102 U.S.P.Q.2d 1434, 1441 (TTAB 2012) (“Under the 

thirteenth du Pont factor, evidence of applicant's bad faith adoption of his mark is relevant to our 

likelihood of confusion analysis”).    

 These withheld documents and all of the related documents Opposer does not know about 

are relevant to numerous other issues in this proceeding, including, inter alia, the similarity of 

                                                 

2 In addition to the  and  registrations Opposer asserted in Opposer’s Notice of 
Opposition, Opposer also owns U.S. Trademark Registration No. 2,769,364 for the mark 
UNLEASH THE BEAST!, U.S. Registration Nos. 4,036,681, 3,057,061, 3,044,315 for the mark 
MONSTER ENERGY and U.S. Registration Nos. 3,057,061 and 3,134,842 for the mark M 
MONSTER ENERGY. 
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trade channels, the conditions under which sales are made, and the variety of goods on which a 

mark is used.  In re E.I. du Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 

1973); TBMP §309.03 (“The evidentiary factors the Board considers in determining likelihood 

of confusion are set out in In re E.I. du Pont de Nemours & Co.”).  Furthermore, these withheld 

documents indicate that there are likely a large number of responsive documents in Applicant’s 

possession which he has failed to identify and produce.  Accordingly, because Applicant’s claim 

that it does not possess any additional documents responsive to Opposer’s Document Request 

Nos. 9, 20, and 56 is demonstrably false, Applicant should be compelled to conduct a complete 

search for and produce all documents responsive to Opposer’s Document Request Nos. 9, 20, 

and 56. 

b. Third Party Communications (Request Nos. 9, 39, and 51) 

Applicant and Applicant’s agents have created many blogs, websites, forums, and/or 

discussions regarding Applicant’s Mark, Opposer, Opposer’s products, Opposer’s Marks, and/or 

this opposition proceeding, including but not limited to the following websites and web pages:  

‚ www.support.monsterfishkeepers.com,  

‚ https://www.facebook.com/ISupportMonsterFishKeepers,  

‚ https://www.facebook.com/groups/SupportMonsterFishKeepers/?fref=ts  

‚ http://www.change.org/petitions/monster-energy-company-stop-trademark-

bullying-monsterfishkeepers-com 

‚ http://www.monsterfishkeepers.com/forums/forumdisplay.php?387-Support-amp-

Defend-MonsterFishKeepers-com 

‚ https://www.facebook.com/MonsterAquariaNetworks?ref=ts&fref=ts, 

‚ http://www.aquariacentral.com/forums/forumdisplay.php?201-Support-amp-

Defend-MonsterFishKeepers-com.  

See id. at ¶¶ 5, 13, Exs. 4, 12. Applicant has not produced any printouts of any webpages on 

these websites, any documents relating to their creation, and has also even failed to disclose to 

Opposer the existence of most of these websites, despite their relevance to this opposition and 
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responsiveness to, inter alia, Opposer’s Document Request Nos. 9, 39, and 51.  See id. at ¶¶ 5, 

10, 15, Exs. 4, 12.  On these websites, customers and potential customers have communicated 

with Applicant, and made countless comments and inquiries, regarding Opposer, Opposer’s 

Marks, and Opposer’s products.  See id.. 

For example, on August 16, 2012, in response to a discussion thread Applicant created 

regarding this opposition proceeding and Opposition Proceeding No. 91205983, 

www.monsterfishkeepers.com member “Sarertnoc Kram” wrote: “The logo does look similar in 

all fairness say if we made a energy drink I could see people confusing the two.”  See id. at ¶ 13, 

Ex. 12.  On September 1, 2012, on this same thread, www.fishkeepers.com member “gzeiger” 

wrote: “I dunno man, I love you guys, but looking at the logo I have to agree it’s infringing.”  

Id..  

As another example, on July 17, 2012, “Sam Robinson,” a member of the Facebook 

group Support MonsterFishKeepers Against Monster Energy, wrote: “signed and re-shared the 

petition…. I remember first seeing the drink a few years ago and thinking “Hey! They stole that 

from MFK!”  Id. at ¶ 14, Ex. 13.  Additionally, Opposer has identified evidence on Applicant’s 

website located at https://www.facebook.com/groups/SupportMonsterFishKeepers/?ref=t 

s&fref=ts suggesting that Applicant has received emails and private messages responsive to 

Opposer’s Document Request Nos. 39 and 51 regarding Applicant’s Mark, Opposer, Opposer’s 

Marks, Opposer’s products, and/or this opposition.  Id. at ¶ 14, Ex. 13.  On July 28, 2012, 

Applicant, using his alias Li Neoprodigy, wrote: “I don’t know what [Joshua Saul’s] intention 

are … but for the record he was the first person to email me [regarding the dispute between me 

and Opposer]… he gave some advice … but guess he was digging some info. to write about….” 

Id. (emphasis added).  Applicant’s statement that Mr. Saul’s email was the first he received 

suggests he has received more than one email regarding Applicant’s mark, Opposer, Opposer’s 

Marks, and/or Opposer’s products.  

These documents relate to the pending opposition and are directly responsive to 

Opposer’s Document Request Nos. 9, 39, and 51. First, the comments by “Sarertnoc Kram,” 
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“gzeiger,” and “Sam Robinson” tend to refute Applicant’s statement that “Opposer’s Marks have 

never and would never cause a likelihood of confusion.”) id., at ¶ 10, Ex. 9, p. 11 (emphasis 

added); and Applicant’s statement that “[a]ll the comments [regarding an association between 

Applicant’s goods and Opposer’s products] Applicant is aware of strongly refute, rather than 

support, any likelihood of confusion claim Opposer may assert.” Id. at Ex. 9, p. 12 (emphasis 

added).  Second, the emails, private messages, and other non-public correspondence Applicant 

has sent and/or received regarding this opposition may contain admissions relevant to this 

opposition, and Opposer is entitled to inspect any such admissions. 

Applicant was well-aware of such comments, inquiries, and communications, and has 

documents reflecting them in his possession since he created the websites, blogs, and forum 

threads, and either sent or received private messages and emails responsive to Opposer’s 

discovery requests.  Nonetheless, Applicant has repeatedly told Opposer that he has done a 

reasonably-thorough search and has no documents.  Because Applicant’s assertion that he has 

produced all responsive documents is demonstrably false, Applicant should be compelled to 

conduct a reasonably-thorough search to identify and produce documents responsive to 

Opposer’s Document Requests.  

V.  INTERROGATORIES 

1. Applicant Should be Compelled to Fully Respond to Opposer’s Interrogatory 
Nos. 16, 20, and 25  

Applicant’s responses to Opposer’s Interrogatory Nos. 16, 20, and 25 were due more than 

three weeks ago.  Despite Opposer’s requests that Applicant provide complete responses to 

Interrogatory Nos. 16, 20, and 25, Applicant has not served a complete response and has not 

provided any date when he intends to do so.  Furthermore, the documents Opposer has identified 

that are likely in Applicant’s possession also demonstrate that Applicant’s Interrogatory 

Responses are incomplete and/or demonstrably false.  

Interrogatory No. 16 seeks a description of all manners in which Applicant promotes its 

goods and services in connection with its marks.  Sauter Dec. ¶ 2, Ex. 1.  Applicant’s response 

does not identify any ways in which Applicant promotes his goods and services and claims that 
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he “does not advertise or promote his Class 25 goods” that are the subject of this proceeding.  Id. 

at ¶¶ 4, 10, Exs. 3, 9.  This Response cannot be complete based on Applicant’s responses to other 

interrogatories.  For example, in response to Opposer’s Interrogatory No. 16, Applicant states he 

“has spent approximately one hundred thousand dollars, ($100,000), or more on advertising and 

promotion of Applicant’s Mark since 2005 to the present.”  Id. at ¶¶ 4, 10, Exs. 3, 9.  Similarly, 

in response to Interrogatory No. 11, Applicant identifies some of the ways he claims to promote 

his goods and services including “sell[ing] and distribut[ing] his goods and services through his 

website and at fish conferences and expositions, including the American Cichlid Association 

annual conference, the Catfish Convention, and the Stingray Symposium.”  Id. at ¶¶ 4, 10, Exs. 

3, 9.  Thus, Applicant has blatantly omitted information from his Response to Interrogatory No. 

16.    

 Interrogatory No. 20 seeks all instances of any inquiry or comment regarding an 

association between Applicant and Opposer.  Id. at ¶ 2, Ex. 1.  Applicant’s response references 

comments responsive to this Interrogatory but provides no substantive information about any of 

the comments other than that they are available on “Applicant’s website and Facebook page . . .” 

Id. at ¶ 4, 10, Ex. 3, 9.  As discussed above, that is not an appropriate ground to withhold 

information.   

Interrogatory 25 seeks a description of the circumstances surrounding Applicant’s 

 design.  Applicant’s Response states that he created the design in 

February 2013 for a patch for his child’s jujitsu team.  Id. at ¶¶ 4, 10, Exs. 3, 9.  Applicant is  

contradicted by statements on his Facebook page where Applicant states that the design has been 

used on clothing worn by an athlete, Todd Levin, who was sponsored by Applicant.  See id. at ¶ 

14, Ex. 13.  The design has also been used on Applicant’swww.monsterfishkeepers.com website 






